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DETAILED ACTION 

Claims 25, 26, 28-46 and 49-53 are pending in the instant application. 
Amendments 

The amendment filed on May 27, 2008 has been acknowledged and has been 
entered into the application file. 

Information Disclosure Statement 

The Information Disclosure Statement filed on May 27, 2008 has been 
considered by the Examiner. 

Previous Claim Objections 

Claims 25-48 were previously objected to for containing elected and non-elected 
subject matter. The non-elected subject matter has been cancelled, and the objection is 
withdrawn. 

Previous Claim Rejections - 35 USC §112 

Claims 25-46 were previously rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. 

Applicant has traversed the rejection on the grounds that the Ni(cod)2 is a 
precursor and not the catalyst itself, and that the claims do have an adequate written 
description as the catalyst is adequately described. 

Firstly, the Examiner understood that the Ni(cod)2 is the catalyst precursor and 
not the catalyst itself. Secondly, as the claims are drawn to a process, it is not enough 
just to show various possibilities of catalysts, but support must be shown for the genus 
to be able to hydrocyanate a compound with at least one ethylenic unsaturation. The 
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specification only shows working examples of the process where a Ni(cod)2 precursor is 
reacted with the ligand to make the catalyst, which is then used in the hydrocyanation 
process. In the beginning of the instant specification, two French patents are described 
using nickel, palladium, and iron catalysts for the hydrocyanation process. This is a far 
cry from using any transition metal in the catalyst in order to hydrocyanate a carbon- 
carbon double bond. It is extremely well known in the art that changing the transition 
metal in an organometallic catalyst can impact the activity, and possibly the utility, of the 
resulting complex. Nickel has very different properties than other transition metals, e.g. 
zinc and titanium, molybdenum, etc., especially in the number of available d-electrons 
surrounding the metal in the outer electron shell. Therefore, switching nickel for another 
transition metal may lead to a catalyst that has no hydrocyanation activity. In order to 
show possession of the hydrocyanation process for all transition metals, one of skill in 
the art would need to see a representative number of working examples covering a wide 
array of d-electron counts around the transition metal. While working examples are not 
a requirement under 35 U.S.C. 112, first paragraph, they can be extremely helpful in 
showing adequate written description in fields that are unpredictable. 

The rejection is maintained. 

Previous Claim Rejections - 35 USC §102 

Claim 47 was previously rejected under 35 U.S.C. 102(b) as being anticipated by 
Kuliev (CAS Accession Number 1964:67371). 

Applicant has cancelled the claim, and the rejection is withdrawn. 
Previous Double Patenting Rejections 
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Claims 25-46 were previously rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-17 of U.S. 
Patent No. 7,253,298. Applicant has deleted the conflicting subject matter, and the 
rejection is withdrawn. 

Claim Objections 

Claims 53 and 54 are objected to because of the following informalities: there is 
no period at the end of either claim. Appropriate correction is required. 

Claims 52 and 54 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 25-46, 49-51 , and 53 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

In the instant case, a process for hydrocyanating a hydrocarbon compound 
containing at least one ethylenic unsaturation using a catalyst comprising a transition 
metal and an organic ligand of formula I is claimed. The specification only provides 
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support for using Ni(cod)2 as the transition metal compound to make the catalyst 
composition for the instant process. 

In the beginning of the instant specification, two French patents are described 
using nickel, palladium, and iron catalysts for the hydrocyanation process. This is a far 
cry from using any transition metal in the catalyst in order to hydrocyanate a carbon- 
carbon double bond. It is extremely well known in the art that changing the transition 
metal in an organometallic catalyst can impact the activity, and possibly the utility, of the 
resulting complex. Nickel has very different properties than other transition metals, e.g. 
zinc and titanium, molybdenum, etc., especially in the number of available d-electrons 
surrounding the metal in the outer electron shell. Therefore, switching nickel for another 
transition metal may lead to a catalyst that has no hydrocyanation activity. In order to 
show possession of the hydrocyanation process for all transition metals, one of skill in 
the art would need to see a representative number of working examples covering a wide 
array of d-electron counts around the transition metal. While working examples are not 
a requirement under 35 U.S.C. 112, first paragraph, they can be extremely helpful in 
showing adequate written description in fields that are unpredictable. With the vast 
array of transition metal starting materials that can be included in the catalyst 
composition, e.g. Ti02, FeCl2, FeCb, Mn(acac)3, etc., Applicant has not provided a 
representative number of examples which leads one of skill to conclude that Applicant 
was not in possession of the entire claimed invention at the time of filing. 
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Applicant can overcome this rejection either by providing declaration evidence or 
by deleting the subject matter that does not have firm written description support in the 
specification. 

Conclusion 

Claims 25-46, 48-51 , and 53 are rejected. Claims 52-54 are objected to. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph R. Kosack whose telephone number is 
(571)272-5575. The examiner can normally be reached on M-Th 6:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Golam M. M. Shameem, Ph.D./ 
Primary Examiner, Art Unit 1626 



/Joseph R Kosack/ 
Examiner, Art Unit 1626 



